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DETAILED ACTION 

This office action is in response to Application 10/530,203 filed 06 March 2006. 
Claims 1-23 are pending with claims 1 and 13 in independent form. 

Information Disclosure Statement 

1 . The NPL document on the information disclosure statement filed 4/4/05 fails to 
comply with 37 CFR 1 .98(a)(3) because it does not include a concise explanation of the 
relevance, as it is presently understood by the individual designated in 37 CFR 1.56(c) 
most knowledgeable about the content of the information, of each patent listed that is 
not in the English language. It has been placed in the application file, but the 
information referred to therein has not been considered. The remaining art cited on the 
IDS has been considered. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1,5-7, 9, 13, 16-17 and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Armuzzi et al. EP 1 143 688 A1 (as cited by Applicant) 

Armuzzi teaches: 
With respect to claim 1 : 
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• A microcircuit card (Abstract) including means for receiving a command 
and means for modifying at least one characteristic of the performance of 
said card on reception of said command, the modification means being 
characterized in that they can be used after a step of personalization of 
said card (Page 2, Paragraphs 0010-0017, Page 3, Paragraphs 0026- 
0028 and Pages 2-3, Paragraphs 0029-0033) 

With respect to claim 5 and incorporating all limitations of claim 1 : 

• Said receiver means are adapted to receive said command in accordance 
with an SMS protocol (Page 2, Paragraph 0017 and Page 3, Paragraphs 
0026-0028) 

With respect to claim 6 and incorporating all limitations of claim 1 : 

• Said means for modification of at least one performance characteristic are 
adapted to modify the size of a usable area of a physical memory of said 
card (Page 2, Paragraphs 0011-0012 and Page 3, Paragraphs 0026-0028 
where the data is stored in memory on the card, therefore the size of a 
remaining usable area of memory is decreased) 

With respect to claim 7 and incorporating all limitations of claim 6: 

• Said modification of the size of a usable area of a physical memory is 
effected by creating (Page 2, Paragraphs 001 1-0012 and Page 3, 
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Paragraphs 0026-0028) where a new program is created in memory), 
destroying at least one specific file or by modifying the size of at least one 
specific file comprised in said physical memory 

With respect to claim 9 and incorporating all limitations of claim 1 : 

• Said means for modification of at least one performance characteristic are 
adapted to allow or prevent the use of at least one software function of 
said card, reversibly or not (Page 2, Paragraphs 001 1-0012, Page 3, 
Paragraphs 0026-0028 and Page 4, Paragraphs 0030-0031 where the 
downloaded software services can be used) 

With respect to claim 13, a method of configuring a microcircuit card 
characterized in that it comprises the following successive steps: 

• Personalization of said card (Page 4, Paragraph 0031 ) 

• Reception of a command (Page 2, Paragraphs 0007 and 001 7-001 8) 

• Modification of at least one characteristic of the performance of the card 
on reception of said command (Pages 2-3, Paragraphs 0026-0033) 

With respect to claim 16 and incorporating all limitations of claim 13: 

• Said step of reception of a command conforms to an SMS protocol (Page 
2, Paragraph 0017 and Page 3, Paragraphs 0026-0028) 
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With respect to claim 17 and incorporating all limitations of claim 13: 

• During said step of modification of at least one performance characteristic, 
the size of a usable area of a physical memory of said card is modified 
(Page 2, Paragraphs 0011-0012 and Page 3, Paragraphs 0026-0028) 
where a new program is created in memory) 

respect to claim 20 and incorporating all limitations of claim 13: 
During said step of modification of at least one performance characteristic, 
the use of at least one software function of said card is allowed or 
prevented, reversibly or not (Page 2, Paragraphs 0011-0012, Page 3, 
Paragraphs 0026-0028 and Page 4, Paragraphs 0030-0031 where the 
downloaded software services can be used) 

Claim Rejections - 35 USC § 102 

3. Claims 1-4, 10-11, 13-15 and 21-22 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Sloan US 6,273,335 B1 (as cited by Applicant). 
With respect to claim 1 : 

• A microcircuit card including means for receiving a command and means 
for modifying at least one characteristic of the performance of said card on 
reception of said command (Column 6, Lines 36-49), the modification 
means being characterized in that they can be used after a step of 
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personalization of said card (Locking/unlocking applications takes place 
after the card has been personalized (Column 6, Lines 8-35) 

With respect to claim 2 and incorporating all limitations of claim 1 : 

• Means for authenticating the sender of said command (Abstract and 
Column 6, Lines 36-49 where the command includes the password and 
CID number of the owner of the card) 

With respect to claim 3 and incorporating all limitations of claim 2: 

• Characterized in that the authenticating means comprise a secret 
authentication key (Column 6, Lines 24-35 and Column 7, Lines 1 1-33) 

With respect to claim 4 and incorporating all limitations of claim 1 : 

• The modification means are adapted to determine said at least one 
performance characteristic as a function of a predetermined instruction 
received in said command (Column 6, Lines 36-49) 

With respect to claim 1 0 and incorporating all limitations of claim 1 : 

• Said means for modification of at least one performance characteristic are 
adapted to allow or prevent the use of all or part of an electronic circuit of 
said card, reversibly or not (Column 6, Lines 36-49 where an application 
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within a smart card device can be locked and prevented from use or 
unlocked and able to be used) 

With respect to claim 1 1 and incorporating all limitations of claim 10: 

• Said electronic circuit is a cryptographic unit (Column 6, Lines 8-34) 

With respect to claim 13, a method of configuring a microcircuit card 
characterized in that it comprises the following successive steps: 

• Personalization of said card (Column 6, Lines 8-34) 

• Reception of a command (Column 6, Lines 36-49 where the command to 
unlock/lock card is sent to smart card) 

• Modification of at least one characteristic of the performance of the card 
on reception of said command (Column 6, Lines 36-49 where the smart 
card locks/unlocks an application after is receives the command to do so) 

With respect to claim 14 and incorporating all limitations of claim 13: 

• Said reception step is followed by a step of authentication of the sender of 
said command (Abstract and Column 6, Lines 36-49 where the command 
includes the password and CID number of the owner of the card) 
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With respect to claim 15 and incorporating all limitations of claim 13: 

• During said modification step, said at least one performance characteristic 
is determined as a function of a predetermined instruction received in said 
command (Column 6, Lines 36-49 where an application in a smart card is 
locked/unlocked after a command is sent instructing it to do so) 

With respect to claim 21 and incorporating all limitations of claim 13: 

• During said step of modification of at least one performance characteristic, 
the use of all or part of an electronic circuit of said card is allowed or 
prevented, reversibly or not (Column 6, Lines 36-49 where an application 
within a smart card device can be locked and prevented from use or 
unlocked and able to be used) 

With respect to claim 22 and incorporating all limitations of claim 21 : 

• Said electronic component is a cryptographic unit (Column 6, Lines 8-34) 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

7. Claims 12 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sloan US 6,273,335 B1 (as cited by Applicant) as modified by Lin et al. EP 1 223 
565 A1 (as cited by Applicant). 

The teachings of Sloan have been discussed above. 

Sloan fails to teach: 

With respect to claims 12 and 23: 

• Means adapted to verify that said command is unique 
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However, Lin teaches: 

With respect to claims 12 and 23 and incorporating all limitations of claims 1 and 
1 3 respectively: 

• Means adapted to verify that said command is unique (Page 3, Paragraph 
0033) 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to verify that the command is unique, as taught by Lin, to 
eliminate the possibility of replay-type attacks (Page 3, Paragraph 0033 of Lin). 

8. Claims 8 and 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sloan US 6,273,335 B1 (as cited by Applicant) in view of Sato US 2002/0103891 
A1. 

The teachings of Sloan have been discussed above. 

Sloan fails to teach: 

With respect to claims 8 and 19: 

• A clock frequency of the card is modified, reversibly or not (Figure 1 4 
teaches changing the maximum operation clock speed where the contents 
of the management information storage area are rewritable, therefore can 
be changed multiple times 
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With respect to claim 18: 

• During the modification of the size of a usable area of a physical memory 
at least one specific file included in the physical memory is created, or 
destroyed or the size of at least one specific file included in the physical 
memory is modified 

However, Sato teaches: 

With respect to claims 8 and 19: 

• A clock frequency of the card is modified, reversibly or not (Also see Page 
3, Paragraphs 0055, 0062 and 0076 and Page 5, Paragraphs 0102-0104)) 

With respect to claim 18: 

• During the modification of the size of a usable area of a physical memory 
at least one specific file included in the physical memory is created, or 
destroyed or the size of at least one specific file included in the physical 
memory is modified (Page 6, Paragraphs 0125 - 0135) 

Therefore, it would have been obvious to one of ordinary skill in the art to 
modify the invention of Sloan to allow a clock frequency to be modified, as taught 
by Sato, to allow the user to maximize the performance characteristics of the 
card to his own specifications depending on other conditions/modification he has 
made. 
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Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KRISTY A. HAUPT whose telephone number is 
(571)272-8545. The examiner can normally be reached on M-F 7:00-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on (571) 272-2398. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kristy A Haupt/ 
Examiner, Art Unit 2876 



/Michael G Lee/ 

Supervisory Patent Examiner, Art Unit 2876 



